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DETAILED ACTION 

Applicant's arguments, filed 28 November 2003, have been fully considered. Rejections 
and/or objections not reiterated from previous office actions are hereby withdrawn. The 
following rejections and/or objections are either reiterated or newly applied. They constitute the 
complete set presently being applied to the instant application. 

Claims 1-4, 6-8, 10-12, and 20-29 are currently pending. 

The art rejection under 35 USC 102 over US 6,440,677 has been withdrawn. In light of 
the withdrawal, Applicant's arguments pertaining to US 6,440,677 are moot. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

Claims 1, 3, 4, 20, 22, and 27 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Candrian et al.(Applied and Environmental Microbiology (1991) April, pages 955-961). This is 
a new grounds of rejection. 

Candrian et al. teach the use of inosine-containing oligonucleotide primers for enzymatic 
amplification of different alleles. Instant claim 1 is drawn to a nucleic acid probe comprising a 
sequence of universal and designate nucleotides ordered in a pattern. The pattern must comprise 
a first string of universal nucleotides followed by a second string of universal nucleotides 
followed by a segment. The first string and second string comprise two or more consecutive 
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universal nucleotides and the first segment and second segment comprise a designate nucleotide. 
Candrian et al. teach a primer comprising the following pattern of universal and designate 
nucleotides which meet the limitations of the claim: 

5 '-TTITTCTGTATTITCTTTIICIICTTTIIITC AG-3 ' . 

Further, claims 3 and 4 are also anticipated by the teaching of Candrian et al, in that a 
plurality of instances of the pattern exists and designate nucleotides are bound to the end of the 
sequence (page 957, Figure 1). 

Claims 20, 22 and 27 are anticipated by Candrian et al. in that the pattern comprises a 
first string of universal and/or nucleotide analogs, followed by a first segment, and a second 
string of universal and/or nucleotide analogs followed by a second segment; the first and second 
strings comprise two or more consecutive universal nucleotides and/or nucleotide analogs; and 
the first and second segments comprise at least one designate nucleotide and/or nucleotide 
analog. Further, at least two contiguous designate nucleotides and/or nucleotide analogs are 
bound to an end of the sequence (claim 22) and the designate nucleotide and/or nucleotide 
analog comprises a purine or pyrimidine base (claim 27). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 
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The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

Claims 1-4, 6, 20-22, and 27 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Candrian et al. (Applied and Environmental Microbiology (1991) April, pages 955-961), in 
view of Bergstrom et al. (Nucleic Acid Research (1997) Vol. 25, pages 1935-1942). 

Candrian et al. teach the use of inosine-containing oligonucleotide primers for enzymatic 
amplification of different alleles. Instant claim 1 is drawn to a nucleic acid probe comprising a 
sequence of universal and designate nucleotides ordered in a pattern. The pattern must comprise 
a first string of universal nucleotides followed by a second string of universal nucleotides 
followed by a segment. The first string and second string comprise two or more consecutive 
universal nucleotides and the first segment and second segment comprise a designate nucleotide. 
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Candrian et al. teach a primer comprising the following pattern of universal and designate 
nucleotides which meet the limitations of the claim: 

5 ' -TTITTCTGT ATTITCTTTIICIICTTTIIITC AG-3 ' . 

Further, claims 3 and 4 are also anticipated by the teaching of Candrian et al, in that a 
plurality of instances of the pattern exists and designate nucleotides are bound to the end of the 
sequence (page 957, Figure 1). 

Claims 20, 22 and 27 are anticipated by Candrian et al in that the pattern comprises a 
first string of universal and/or nucleotide analogs, followed by a first segment, and a second 
string of universal and/or nucleotide analogs followed by a second segment; the first and second 
strings comprise two or more consecutive universal nucleotides and/or nucleotide analogs; and 
the first and second segments comprise at least one designate nucleotide and/or nucleotide 
analog. Further, at least two contiguous designate nucleotides and/or nucleotide analogs are 
bound to an end of the sequence (claim 22) and the designate nucleotide and/or nucleotide 
analog comprises a purine or pyrimidine base (claim 27). 

Candrian et al. do not teach the use of 5-nitorindole or 3-nitropyrrole nucleotide analogs. 
However, Bergstrom et al. do teach incorporation of these analogs into oligonucleotides. It 
would have been prima facie obvious to one of ordinary skill in the art at the time of the 
invention to utilize 5-nitoindole and 3-nitropyrrole in the primers designed by Candrian et al 
One would be motivated to do so because Bergstrom et al. indicate that in their comparison 
studies of 5-nitroindole and 3-nitropyrrole to other nucleoside analogs that 5-nitroindole and 3- 
nitorpyrrole are exceptionally non-discriminating base paring partners (page 1942, conclusion). 
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The study was undertaken to specifically guide the development of more effective universal 
spacers (page 1935, column 2). 

Claims 7, 8, 10-12, 23-26, and 28-29 are allowable. 



Papers related to this application may be submitted to Technical Center 1600 by facsimile 
transmission. Papers should be faxed to Technical Center 1600 via the PTO Fax Center located 
in Crystal Mall 1 . The faxing of such papers must conform with the notices published in the 
Official Gazette, 1096 OG 30 (November 15, 1988), 1156 OG 61 (November 16, 1993), and 
1 1 57 OG 94 (December 28, 1 993) (See 37 CFR § 1 .6(d)). The CM1 Fax Center number is either 
(703) 308-4242, or (703) 308-4028. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Lori A. Clow, Ph.D., whose telephone number is (571) 272-0715. 
The examiner can normally be reached on Monday-Friday from 10 am to 6:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael P. Woodward, Ph.D., can be reached on (571) 272-0722. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the Legal Instrument Examiner, Tina Plunkett, whose telephone number is 
(703) 305-3524, or to the Technical Center receptionist whose telephone number is (571) 272- 
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Lori A. Clow, Ph.D. 
Art Unit 1631 , 



April 2, 2004 




